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Applicant's amendment filed April 16, 2004 has been fially considered by the Examiner 
but are not deemed persuasive. 

The substitute specification filed April 16, 2004 has been entered as conforming to 37 
CFR 1.125(b) and (c). 

Examiner thanks Applicant for the submitted amendments to the drawings as requested in 
the previous Office Action. 

Applicant argues that the Examiner has misinterpreted the section of the specification on 
the description of Fig. 2 for steps SI 00 and SI 02 on page 9, lines 18-20 of the previous 
specification, currently paragraph 0042. 

In response, Applicant has unsuccessfully traversed to the drawing objection to Fig. 2. 
Applicant refers to the description of steps SI 12 and SI 14 which have nothing to do with steps 
SI 00 and SI 02. Examiner notes that the specification states, "In a step SI 00 "AUDIO 
REGENERATION" in Fig. 2, when a "REGENERATION BUTTON" which is provided to the 
audio regeneration device 70 is pressed, the program proceeds to step SI 02". As such, Examiner 
requires Applicant to amend Fig. 2 so as to include this step of pressing the REGENERATION 
BUTTON between steps SI 00 and SI 02 in order to overcome this objection to the drawings. 
Any structural detail that is essential for a proper understanding of the disclosed invention should 
be shown in the drawing. MPEP § 608.02(d). A proposed drawing correction or corrected 
drawings are required in reply to the Office action to avoid abandonment of the application. The 
objection to the drawings will not be held in abeyance. 
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Relating to step SI 80 of Fig. 5 Applicant argues that "By selecting the number (T) of the 
image(s) a user wishes to display, the user is selecting a particular image" 

In response, Examiner respectfully disagrees. Examiner notes that there is no correlation 
between selecting a particular image to be displayed, for example through selecting an image 
title or frame number, and selecting how many images are to be displayed. Examiner notes that 
the caption in step SI 80 of Fig. 5 does not correspond to the disclosure in the specification on 
paragraphs 0069 to 0077. As such, Applicant is required to change the label to step SI 80 so as 
to correspond with the specification in order to overcome this objection to the drawing. 
Examiner suggest making the label at step SI 80 say "SELECT IMAGE TO DISPLAY, SELECT 
NUMBER OF IMAGES T TO SEQUENTIALLY DISPLAY THEREAFTER". 

Upon further consideration of the specification describing Fig. 5 Examiner notes that it 
appears that a user first selects on a preview screen an image to begin displaying and then 
subsequently selects the number of images, T, to be sequentially displayed thereafter. As such, 
Examiners confusion with respect to the specification in paragraphs 0069 and 0070 is herein 
clarified. See the attached interview summary for further discussion with respect to Fig. 5. 

Applicant's amendments to the claims have overcome the 35 U.S.C. 1 12 rejections 
previously presented. 

Applicant requested a showing with actual evidence to support the Examiner's opinions 
concerning Official Notice taken previously. 



Application/Control Number: 09/6 14,9 1 9 Page 4 

Art Unit: 2615 

In response, Examiner notes USPN 5,812,736 to Anderson as evidence of the ability to 
provide audio regeneration on a camera in order to immediate play back (column 6, lines 16-29). 

Applicant argues that Anderson does not disclose the regeneration of non-ambient sound 
and/or the storing of information relating the location of the non-ambient sound for each image. 

In response, Examiner notes that the Kobayashi reference was used to teach this 
limitation, not the Anderson reference. 

Applicant argues that Kobayashi does not disclose regeneration of non-ambient sound 
and/or the storage of data indicative of where the non-ambient sound is stored for each image. 

In response, Examiner notes that the non-ambient sound input from element 132 has to 
inherently be produced through some sort of audio regeneration device such as a receiver, or any 
device with an audio output line. Further, as noted by Applicant, the audio data that is input 
through terminal 132 is recorded in the memory card wherein that audio data is reproduced with 
the corresponding image. As such, the audio data that is stored in the memory card in 
accordance with the audio data input through terminal 132, inherently contains data indicative of 
where the non-ambient sound is stored such that the image data and the audio data can be 
reproduced in a corresponding manner as disclosed by Kobayashi. Examiner notes that 
Kobayashi explicitly discloses that the sound and image data are stored in a corresponding 
relationship (paragraph 0052). As such, the previous grounds of rejection presented still stand. 
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Upon further search new art was discovered, wherein new grounds of rejection are herein 
presented in addition. 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 7-10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

In regards to claim 7 there is no description in the specification that the first recording 
medium, namely the one containing the non-ambient audio data, is a memory card. Examiner 
notes in Fig. 1 wherein this memory is clearly a compact disk. 

Claims 8-10 depend from claim 7. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 



Claim Rejections - 35 USC § 112 



Claim Rejections - 35 USC §102 
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international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim 3 is rejected under 35 U.S.C. 102(e) as being anticipated by (US PG-PUB 
2002/0054218 Al to KOBAYASHI et al.). 

In regards to claim 3 Kobayashi discloses a recording and regenerating method of an 
electronic camera, comprising the steps of: 

regenerating non-ambient sound in accordance with audio data which is recorded in a 
first recording medium (e.g., element 132 of Fig. 2 wherein the first record medium is an implied 
part of element 132); 

recording image data representing a subject in a second recording medium at image- 
capturing, and recording, in the second recording medium, audio regeneration data which 
indicates where the non-ambient sound is stored at the image capturing (e.g., second record 
medium is element 102 of Fig. 2; Figs. 3, 4, and 8; paragraphs 0052 and 0079); 

regenerating an image in accordance with the image data recorded in the second 
recording medium, and regenerating the non-ambient sound at the image-capturing in accordance 
with the audio regeneration data which is recorded together with the image data and also in 
accordance with the audio data which is recorded in the first recording medium (e.g., paragraph 
0079, wherein the recorded audio data in the memory card is reproduced in accordance with the 
audio data which is recorded in the first recording medium, namely it is identical to it). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over (US PG- 
PUB 2002/0054218 Al to KOBAYASHI et al.). 

In regards to claim 1 KOBAYASHI et al., herein Kobayashi, discloses an electronic 
camera, comprising: 

an imaging part which captures a subject image (e.g., element 122 of Fig. 2); 

a recording medium which records captured image data of the subject image (e.g., 
element 102 of Fig. 2); and 
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at least one of an audio regeneration device which regenerates non-ambient sound and a 
communication device which communicates with an external device which performs audio 
regeneration (e.g., element 132 of Fig. 2; elements 103, 108, and 109 of Fig. 1), 

wherein when the subject image is captured, audio regeneration data which at least 
indicates where the non-ambient sound during audio regeneration is stored is recorded in the 
recording medium together with the captured image data and the audio regeneration data 
includes the non-ambient sound from the recording medium (e.g., Figs. 3, 4, and 8; paragraph 
0052). 

Examiner notes that in Fig. 1 the digital still camera 101 and the image handler 103 are 
disclosed as separate devices wherein they are connected through placing the memory card 102 
in each of the respective devices. Therefore it would have been obvious to one of ordinary skill 
in the art at the time of the invention to have made the digital still camera 101 and the image 
handler 103 an integral device, since it has been held that forming in one piece an article which 
has formerly been formed in two pieces and put together involves only routine skill in the art. 
Howard v. Detroit Stove Works, 150 U.S. 164 (1893). 

In regards to claim 2 Kobayashi discloses an electronic camera, comprising: 

an imaging part which captures a subject image (e.g., element 122 of Fig. 2); 

a recording medium which records captured image data of the subject image (e.g., 
element 102 of Fig. 2)\ and 

at least one of a display which displays an image in accordance with the image data 
recorded in the recording medium and an image signal output device which externally outputs an 
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image signal in accordance with the image data recorded in the recording medium (e.g., display 
device element 158 of Fig. 4 and output device elements 159 and 164 of Fig. 4; and 

at least one of an audio regeneration device which regenerates non-ambient sound and a 
communication device which communicates with an external device which performs audio 
regeneration (e.g., element 132 of Fig. 2; elements 103, 108, and 109 of Fig. 1), 

wherein the image data and the audio regeneration data recorded in the recording medium 
are read out, and the image is displayed in accordance with the image data while regenerating 
non-ambient sound at image-capturing in accordance with the audio regeneration data (e.g., Figs. 
3, 4, and 8; paragraphs 0052 and 0079). 

Examiner notes that in Fig. 1 the digital still camera 101 and the image handler 103 are 
disclosed as separate devices wherein they are connected through placing the memory card 102 
in each of the respective devices. Therefore it would have been obvious to one of ordinary skill 
in the art at the time of the invention to have made the digital still camera 101 and the image 
handler 103 an integral device, since it has been held that forming in one piece an article which 
has formerly been formed in two pieces and put together involves only routine skill in the art. 
Howard v. Detroit Stove Works, 150 U.S. 164 (1893). 

Claims 3-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over (USPN 
5,812,736 to Anderson) in view of (US PG-PUB 2002/0054218 Al to KOBAYASHI et al.). 

In regards to claim 3 Anderson discloses a recording and regenerating method of an 
electronic camera comprising the steps of: 



Application/Control Number: 09/6 14,919 Page 1 0 

Art Unit: 2615 

recording image data representing a subject in a second record medium at image- 
capturing, and recording, in the second recording medium, audio regeneration data which 
indicates where the sound is stored at the image capturing (e.g., column 5, lines 41-51 and 55-58; 
Fig. 5); 

regenerating an image in accordance with the image data recorded in the second 
recording medium, and regenerating the sound at the image-capturing in accordance with the 
audio regeneration data which is recorded together with the image data and also in accordance 
with the audio data (e.g., column 6, lines 6-15; Fig. 6). 

Anderson does not disclose that the audio data is regenerated in accordance with audio 
recorded in a first recording medium and that in regenerating an image it is regenerated in 
accordance with the audio data which is recorded in the first recording medium. Examiner notes 
that in Andersons description it is implied that the audio is input through a microphone in order 
to capture ambient audio data (column 6, lines 16-37). Kobayashi discloses that ambient input 
audio data can be input from a microphone or non-ambient input audio data can be input from an 
input terminal 132, wherein the first recording medium is implied with the input terminal 132 
(paragraph 0046). Therefore it would have been obvious to one of ordinary skill in the art a the 
time of the invention to have added an external audio input terminal in order to enable a user to 
alternatively supply non-ambient audio data through other audio input devices if necessary. As 
such, audio data is regenerated in accordance with the first recording medium and is stored in the 
second recording medium along with the image data and the audio regeneration data. Upon 
regeneration of the image, audio data is regenerated from the second recording medium in 
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accordance with the audio data in the first recording medium, namely they are identical audio 
data. 

In regards to claim 4 Anderson discloses the recording and regenerating method of the 
electronic camera as defined in claim 3, wherein: 

the audio regeneration data includes an elapsed time period extending between a start 
point of the regenerating of the non-ambient sound and a point of the image-capturing (e.g., As 
see in Fig. 5 there is an elapsed time between the start of regenerating sound and a point of 
image-capturing, namely 1.3 seconds, wherein that audio tag is the audio regeneration data; 
column 5, lines 20-58; Fig. 5); and 

the regenerating of the non-ambient sound in accordance with the audio regeneration data 
starts from the start point of the elapsed time period (e.g., Anderson discloses that the 
regeneration of the sound starts at the beginning of the audio track wherein that is 1.3 seconds 
from the elapsed time; column 6, lines 6-15; Fig. 6). 

In regards to claim 5 see Examiners notes on the rejection of claim 4. Note that the 
elapsed time is again 1 .3 seconds for the first image, 3.8 seconds for the second image, and 4.9 
seconds for the third image wherein, as described above, the audio regeneration starts at a 
predetermined time before the elapsed time, namely the audio starts 1.3 seconds before the first 
elapsed time, etc. Examiner notes that Anderson discloses that the regeneration of the image 
starts at the elapsed time (column 6, lines 6-15; Fig. 6). 

In regards to claim 6 see Examiners notes on the rejection of claims 4 and 5. Note that 
the order of regeneration is implied in the Anderson reference in that as shown in Fig. 6 the 
images are reproduced in time order, namely the first image is displayed first, etc. As disclosed 
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by Anderson the sound data inherently is time-based and therefore has a order of regeneration 
based on that time and is therefore regenerated based on that order of regeneration (column 5, 
lines 37-38). 

In regards to claim 7 Kobayashi discloses that a memory card can be loaded into element 
108 of Fig. 1 wherein sound can be reproduced as with a magnetic disk, cassette tape, or the like 
(paragraph 0041). This teaches that audio can be reproduced through a memory card. Therefore 
it would have been obvious to one of ordinary skill in the art at the time of the invention to have 
made the implied recording medium of element 132 to have been a memory card in order to 
enable audio reproduction in a wide variety of devices as implicitly taught by Kobayashi (e.g., 
Fig. 2). As such, the first and second recording mediums would be identical, namely they would 
both be memory cards. Note that Anderson implicitly discloses using a memory card, element 
354 of Fig. 3. 

In regards to claims 8-10 see Examiners notes on the rejections of claims 4-6. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over (US PG-PUB 
2002/0054218 Al to KOBAYASHI et al.) in view of (USPN 5,220,433 to Mogamiya et al.). 
In regards to claim 5 Kobayashi does not disclose nor preclude anything about elapsed 

times. 

Examiner notes that it is extremely well known in the art to provide a series of still 
images to a display in order to easily review a plurality of the images previously recorded. 
Official notice is taken. Therefore it would have been obvious at the time of the invention to 
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have reviewed a plurality of still images recorded by Kobayashi's invention in series in order to 
easily review a plurality of images. 

As such, Mogamiya discloses to provide a fade in and fade out operation on still images 
and sound upon reproduction in order to avoid switches in images and sound that are unnatural to 
a user (e.g., column 1, lines 40-42; column 7, lines 4-68). Therefore it would have been obvious 
to one of ordinary skill in the art at the time of the invention to have provided a fade in and fade 
out operation on still images and sound upon reproduction in order to avoid switches in images 
and sound that are unnatural to a user. Mogamiya further discloses that the fading of one of the 
image or the sound can be delayed (e.g., column 10, lines 39-42). Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have provided a delay 
between fading in the sound and fading in the image as suggested by Mogamiya. 

As such, the above combination discloses the audio regeneration data includes an elapsed 
time from a start point of the regeneration of the sound (e.g., the elapsed time between beginning 
regeneration of the sound and the image); 

the regenerating of the sound in accordance with the audio regeneration data starts at a 
predetermined time before the elapsed time; 

the regenerating of the image starts at the elapsed time (e.g., the sound fades in first, then 
after an elapsed time the image fades in). 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over (US PG-PUB 
2002/0054218 Al to KOBAYASHI et al.) in view of (USPN 5,220,433 to Mogamiya et al.) in 
further view of (USPN 5,657,074 to Ishibe et al.). 
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In regards to claim 6 it is implied with providing a series of still images that there is an 
order of regeneration. 

Ishibe et al., herein Ishibe, discloses regenerating sound successively following an order 
of regeneration, namely providing a plurality of music tracks to choose from and associating the 
tracks with the images to be reproduced and simultaneously switching the music and the images 
according to the order (e.g., column 3, lines 1 1-56; column 6, lines 9-13; column 9, line 58 - 
column 10, line 22). Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have associated specific sounds, namely ones of music tracks, with 
the images in order to have a more interesting presentation of still images. Examine notes that in 
Mogamiya's disclosure there is set a time in which it is determined how long each image is to be 
displayed (e.g., column 7, lines 19-29). Ishibe further discloses setting an amount of time to 
display a certain image based on the number of music tracks selected (e.g., column 6, lines 15- 
59). Examiner notes that the elapsed time is the fade in time from the start of a new music track, 
namely every time a music track changes there the image changes as well. 

Conclusion 

Examiner notes the newly cited USPN 5,982,981 to Satoh is similar to the Kobayashi 
reference however, the sound recording/play-back and image recording/play-back functions are 
placed in two separate devices as shown in Figs. 13 and 14. Examiner requires that any 
amendments made to overcome the Kobayashi reference must also indicate how they overcome 
the Satoh reference in order to be responsive to this Office Action. See 37 C.F.R. 1.11 1(c). 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian C. Genco who can be reached by phone at 703-305-7881 or 
by fax at 703-746-8325. The examiner can normally be reached on Monday thru Friday 8:30am 
to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Christensen can be reached on 703-308-9644. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the customer service office whose telephone number is 703-308-4357. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Brian C Genco 
Examiner 
Art Unit 26 15 

June 28, 2004 




ANDREW CHRISTENSEN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



